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(2020) 131%.

29) Marse v. Parter, 155 USPQ 280, 283 (Bd. Pat. Inter. 1965); T4+ In re Jeff H. VerHoef, 888 F.3d 1362, 126
USP.Q2d 1561 (Fed. Cir. 2018)l14 et & ‘A2 Aul (intellectual domination) 2= 801 2447}
ool gtelc Thakt vl SAE7] 419], 1 EAL Q8ShE Zo] WHAE R vl B4 Baw
Aol oheka AIsEC,

30) "The threshold question in determining inventorship is who conceived the invention., [Mueller Brass Co
V. Reading Indisstries Inc, 176 USPQ 361, 372 (E.D. Pa 1972), aff'd, 180 USPQ 547 (3rd Cir. 1973)]; "Conception
is the touchstone of inventorship, the completion of the mental part of invention.,[Senall v. Walters, 21
F.3d 411, 415, 30 USPQ2d 1356, 1359 (Fed. Cir. 1994); Burroughs Wellcame Co v. Bar Labs, Inc, 40 F.3d
1223, 1227-1228 (Fed. Cir. 1994)].

31) Burroughs Wellcame Co v: Bar Labs, Inc, 40 F.3d 1223, 1227-1228 (Fed. Cir. 1994)), Conception is "the formation
in the mind of the inventor, of a definite and permanent idea of the complete and operative invention,
as it is hereafter to be applied in practice." Hyhritech Inc. v. Manaclanal Antibodies, Inc, 802 F.2d 1367, 1376,
231 USPQ 81, 87 (Fed. Cir. 1986) (citation omitted).



ATk
Lt YEXE ST5| flet 289 2td 7=

Sy ml=oluy o] thde] B A olal S4E ofojrojo] ddHow Y
ZQ1 714(creative contribution)E & AFES WHAE By JoheE HolA A= 2ok ]E,L
SN EARY] HHS & A EATL ofyH, $3A Ved FI% ATe
Wzt & 4 glokal 20k 22y fejustel v WHAE S4s] 9 o-°4
A Xﬂi 154:7} thEL) o) olafaly] et WA u|Z oA Tak= o] A

B
X olo rl

A ololtlolt B3 W 4 Q7] YaIAE 1 Fae] AP 4 glojof Huz Fvh
2y ofolclolE AAZ Aok S, ol Thek 1% Bl W] GAE W

= &
o] £Hd% 2 (complete conception of the invention)Z L] A& (reduction to practice)- 2
=

rsﬂ

[¢] 74
skaL °]§ Z|Eo &2 WzE AR W A¥(reduction to practice) ol 713 A=
22 IS o qIok3d) o i) I SAdH ZH(complete conception of the
invention)& ofo]tjo]7} WHxLe| mlo| A PAHH TAZ T o] S ANA Ao E
T AAETESS) REA i) W] ¥ (reduction to practice) LH-S AAZ HAABIEE A

9] 23 (complete conception of the invention)©] $Hd¥ && WHg &

HU
v
rr zy

32) id; An idea is definite and permanent when the inventor has “a specific, settled idea, a particular solution
to the problem at hand, not just a general goal or research plan he hopes to pursue.” Fers v Revel, 984
F.2d 1164, 1169, 25 USPQ2d 1601, 1605 (Fed. Cir. 1993).

33) olal g, kel A, 136-1379.

34) “The threshold question in determining inventorship is who conceived the invention.” [Mueller Brass Co
v, Reading Industries Inc, 176 USPQ 361, 372 (ED. Pa 1972)], aff'd, 180 USPQ 547 (3rd Cir. 1973); “Conception
is the touchstone of inventorship, the completion of the mental part of invention.” Sewall v. Walters, 21
F.3d 411, 415, 30 USPQ2d 1356, 1359 (Fed. Cir. 1994); Burroughs Wellcame Co v. Bar Labs, Inc, 40 F.3d
1223, 1227-1228 (Fed. Cir. 1994); Patrick G. Gattari, "Determining Inventorship for US Patent Applications",
Intellectual Property & Technology Law Journal 19, Volume 17, Number 5, May 2005; Gene Quinn,
"Inventorship 101: Who are Inventors and Joint Inventors?",IP Watchdog blog, 2018. 3. 9.]; Applegate v:
Scherer;, 332 F.2d 571 (CCPA 1964); Mary LaFrance,"A Comparative Study of United States and Japanese
Laws on Collaborative Inventions, and the Impact of those Laws on Technology Transfers", IIP Bulletin
2005.
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(actual reduction to practice)36)> =& =Y WAA A 5 LS fal TAS sk A
= E¥eh= onlo|ttd)

wrgo] ¥ st mlm W] #gE ofo|rolo] o] A UTHcomplete
conception of the invention)= Z°] $/42] 7|&€x7} 1 ¥ S H=3 AP} glo] “o]3
& IS AE FASE A oud B dHo] YetiE AEEH 1 A¥(reduction to
practice)d T A=Al the AAAQ] 7] FH A= TSttt o3

=8 U i FAI1 ¢ E ofolro]e] FiFo] W AR H = @A (reduction to
practice) = W& F Q7] wiE FTEEEY B wEe 9" 2 (complete
conception of the invention) =& 9] A3 (reduction to practice) TAIE EF Ay ¥
FEPAE EASE = shANE) o] A ¥ (reduction to practice)S HHH 2] AA7FsA
HHalo] FFo o] &7bsEHAl drhe ESARe] 523 AFs] A% Eadd v
A8 (inventorship) & §783%t7] 913 7|&EH = F-Hatth40)

(constructive reduction to practice)

>

-

o
od flo of

35) Burroughs Wellcare Ca v: Bar Labs, Inc, 40 F.3d 1223, 1227-1228 (Fed. Cir. 1994)), Conception is "the formation
in the mind of the inventor, of a definite and permanent idea of the complete and operative invention,
as it is hereafter to be applied in practice." Hyhritech Inc. v. Manoclanal Antibodies, Inc, 802 F.2d 1367, 1376,
231 USPQ 81, 87 (Fed. Cir. 1986) (citation omitted).

36) WS AAZ AASto] Bl2Es) B AL B8 EXUHY A Z2EE Az, EE el A9 i
A, @Rl o] AM-E EERIT

37) “E5EY" & HA A 7]%5] A1 342 A& (constructive reduction to practice)Z+ 2Hd(Conception)
S 2 7|5t va S5 ] AE (reduce to practice)S AA & HAIS E= H(actual practice)
+ BIAE o] FAR AR EFZAA AN 7Fsd AHE 714 (constructive practice) 3h= IOl A A3}
She oM ARE o kol 2ot webs 5515 A7) SlsiA Bhe] AAE R oE U S AN
o7 A= itk [“[tlhe filing of a patent application serves as conception and constructive reduction to
practice of the subject matter described in the application.” Hyatt v. Boone 146 F.3d 1348, 1352 (Fed. Cir.
1998)..

38) Burroughs Wellcame Co v: Bar Laks, Inc, 40 F.3d 1223, 1227-1228 (Fed. Cir. 1994); Jackie Hutter, A Definite
and Permanent Idea? Invention in the Pharmaceutical and Chemical Sciences and the Determination of
Conception in Patent Law, 28 J. Marshall L. Rev. 687, 687 (199%) (“the court ruled that an inventor completes
conception of a pharmaceutical invention when the inventor shows possession of a definite and permanent
idea of the invention, regardless of whether the inventor also held a ‘reasonable expectation’ that the
invention would work as intended.”).

39) 1998\ AL FAHAU(CAFOL FF I A HA/|FO 2 49| ‘Pannu 71 & AAISHATE Pannu 715
= %‘5‘:“”41]*5 Feksy] fjsto] “r o] Fgolut W o] TA|S T of g TA|ol A g o] 12y ol
Z83 719E 3= (contribute in some significant manner to the conception or reduction to practice
of the invention)”& #ste]of @t #4 [Pannu v. lolab Corp., 155 F.3d 1344, 1351 (Fed. Cir. 1998)].

40) Dana-Farber Cancer Institute Inc. v. Ono Pharmaceutical Co, Ltd, Appeal No. 20192050 (Fed. Cir. July 14,
2020) [V]=-E FSEHJAAE A3l dolA v 55 A116Z(Inventors) ol W} F-FLHAT} FAl
= 4 oy, 98 AR 71oE a7ekA geth A2 vdN@4 Y-S Dana-Farber Cancer
Institute AFAOA FFo2 Aol Foaprle Aoy, (Fe F&5ahe A9 J%’é E3] 434 Ayt
LS = 7o) Aol A8 g dre) SHdsia "‘6%“ < HojF= Ao] ool B %‘7}«1
o] FAAE AEDTHA Fd2 g Zlo] OPQZ]D]' olo} Wl E) W Conceptlonoﬂ olZA € +
Aol FodstA] e A7del tist v Agele] 7o Fgo] 2z o) T4 T&%Q%E‘rtﬂ
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o] He geutetel Belsh Aol Belth $euet UYL Wrdo] Bk Ao} %
Fo] 4@ FPsdtths o] ABH o AR 5 YEAE 71F02 Wo] 7|
WAL 2 Aol AAH o F|eid A WHAR Erha) Beo] gurlR AEH T A
2 & QEA tg ARA 7] FHe FFo] EFHRE o] & £ 9l

Ve 227 F5E 5 Sdrks HolA BHe] $4olRE B V1E} 5T ol A
ol
=9

WA e TTe BAE BAE B el U4 QT A4S UH P =S YHs)

= HA el BRle] AHlZ, ofo]Ho], +W£ o] 88 4 Uthe Yo we}t Hx ofe]tjolE
g At Hlmx}:q(lnventors}up)ol I R P I AT )

J2BE HxE ololt|o]E 2 Abgto] AA| 1 ofolt]olE A BY] 9t HETL
ERH Ee We A9 I AP AEA e AFeE Adste AAA Hz9 ol
tolg & o #Ageiud derbt 2 FAISRE FAlol thek 2ol 71917k AJA ofy
H gA B 7Rt 7R Z1Es S IS AAA A wel Hx ofeltjolE 2R AL
F2 A AelA Aloldtal ddd 5 QUohs)

Cf. ZE0| 4222 7|05t =X(0f Cigh EEt
(1) "=ge] EAA

FEiuEt ML BRIOA 71 BE Al EHA e I sAIICIS strElks, Bl

ojn] &dlo] Hof T/iE HE E9 X Aol HErRtE g AA e Hot FEdTA A9
Y2 FolA o] W ol2Xtd s At Aesigith].

41) 29| Hstolehal sh= 3hehEr 9 73—‘%01]—5 Baf 2w W ZlerEel wel 2ot 9l = AAT
d57Fs/d WA A&7FsAdo] @A 8] Bsto] AddtolEzt AlAlE Aot glom ee Mo 1y
ol Z-¢7} wol et a9k 2 75‘%’—011— A e Fete] de ARk sk *‘@.ﬂi
71t A =R 9] IAA SHARIA] AFE A7gs|of SHoh(riH 2011. 7. 28 A3 20090175178 B4, th
2012. 11. 15. A3L 201256676 A4, thH °J 2012. 12. 27. A1 20110467705,67712 2, th < 2013. 5. 24.
A3 2011457548 ).

42) Shattaproof Glass Carp v Libbey-Owens Fard Co, 758 F.2d 613, 624 (Fed. Cir. 1985) (quoting Hobbs v. United
States Atamic Energy Conmin, 451 F.2d 849, 864 (5th Cir. 1971)).[It is recognized that “an inventor ‘may
use the services, ideas and aid of others in the process of perfecting his invention without losing his right
to a patent.”].

43) 2018'3 v]=-9] Jeff H. VerHoef AF10] $-gjuetol A whaysidniar 7148 2k o] Abde] whrgo] &)a) in =
‘R 8 RYS TL W BE Zo FAA A F e oA A” A7 wA7| ol HFokA| F
A "IA7|7} ZoRA] Wb QAH 9o ¥ F2 835 B F Qs Aok okelhols ‘Fﬂ/\}
BollA AgkstaAM A2 9@’5‘}%?- oA B ARl A A4S ol gt wA7IE ARt R
F d TARs ‘At 8 B & W UE Fof A A = e FE'E AT o] ARiClA
ol5E FopAl Rl oA _‘?_-“FE FELHAZ AT [In re Jeft H VerHoe! 888 F.3d 1362, 126
USP.Q2d 1561 (Fed. Cir. 2018)].



N
>
um
ﬁ

|

of HUXEHEDT|E JHMger o7t 113

tss ©

o8 AFSAL WHA B YA EHE 0e = i VS SH 5 gk g
27}k Sgso] Itk AP 714 oke] AETITE ElRle] Hx ofeltolE FxsAL 3
1A O AT W] 0]27] oSS E B Ak ofolr]olg HE o] o]F 7]
A2 J83E 93 ] $AL AT el S AR E42 wol A2 WO
2 AALE 2 39 ofPA Wk B FAA gk B THS Fks
A AN TAe) ol YRR S SIS BTV olofe ) cp]
Folth. ol2l H A ololtlole] FUE WA= WRAe] A9l AT 53] 3
Nol diAsh 28 A2 AAUols] WA o BAS 1% A BAT 4 9

(2) F=u=t A%

o

Feuehs ARl A 7198 SAeA Bl ti FAR] V|Eo® 2
TARE ANFATA A7, THe] 74 e FH T FARE AANFATA AR T2
A7 7|AE FHLAY] AR EE JRE 7])F0 7 ke

TAARJD FAANA o FA o] tig BRI ARIA Y te SHAYL 2l
FASHE AllAl Atk T2 ZRle) S = thiE T AkA (e EluEe
FHAES] AR 5o ABz] whe RATYPAAE FIT defArt F4sts Ly(
A ) st e tige] He T(rkddg)e] “AdAl FL4 dd ol o &
Zlute) “dAdAl YA B e BIE] e T ST A3 ANY 7))
= =2 ANE(EER A29x AN a2 SE Ad(EE A9E A ee ddd
ol = AMEEE HE7|Eol

gyt thanie) $UA o RE v AU o) 2
Aate] 71%H AL sebeln 1 Tt F)&H TAle] Aol xR W] HiE

lo ¢
2
l O

olN ol

0(
o Hﬂ Ao

l"

44) T 2005. 2. 18. A1 200352218 HA & A= (E3HYL _‘,ﬂ_ 2900 )3t THEoA] o] Y WAL
F2 gsta ek B3 2017. 11. 17. A1 2017512666 T4, S5 2017. 6. 29. AL 2016519219
A, B39 2017. 1. 12. A3 2015818042 B2, S5 2016. 12,8, 431 2016313730 4. o] e
ANA “I] 17t ALAAYoF o2 vt A 9 ABAEE AR AHLL ARHATL, ool
A B wpel o] o] A Saim o] SS9 A2E, AdF, Aled, A7 9 LA AAE
g (o]at " e] holetal At FY3HA OM e, 9 A7Ee vart dae] ¥Hs A4l
Wl A 0 2 3lo] 238 90| A ofsitl= YAlTTRe Huksly A7)0 Aao]gola 2| A EH=
Hie} - By o] Rl w3t W] Q3| %4 Sl Sltkal & 4 gloka #AsHGAT

45) THE9 2011, 7. 28. AL 2009t}75178 BZ.

46) I RS ATARICA WAl sfgeleA] o SsledA e drgatete] Z1Ae BAIgle] AEA-
AP 0 2 eksteof skl (U9 2011. 12. 13, ﬁz 2011¢10525 e} %i) 1 SHAYL olE FHskE
AgelAl Atk (AEE AAES) 29, “TFAHLAE HI} ESEY0 97 GUud 7E 2H IS 9%
53w F58E ANt A7, S81A (2018), T HaLA] 64 =),
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Aol MEAH FAREI &0 WP B, AF, A Fol e AT FYH Zlow
B QT o] e ofUw TEAS BHshs FU4 BaelA P4l AR o
£ Ao QqHY E3E Aol FUSTT B 5 Atk BurlEe Qushl ne An
A Boe] Welg FAe Zoltks

WA 03 M AR thet 24 Aale] MR A ZAS PAA 718 wA

Wkl ¢ & HRIUH-S FAshs A7) ARl thdk SAAE2 Y (burden of production)
7 A5 (burden of persuasion)< Z1th. LA (inventorship) ] FHH- AMISA | 7|2

T HETTARo|B R g} e SR10 TR AR g7k SAAIESA Y] B o
3 AH S 7122 HYS AT AHARIA S ddgit vt “aioi Al
gAke] A EA (affidavit) & AlEsto]of skl of= g3 WAz AT = A= 5717
Hoh) mebx HYS A Sl B %"711 A|(Invention Disclosure Form)Q]- AR ZEA

47)

48

49

50

- =

~

E34, “E3]- A8 A, B34, 2020, 10447, TIH Y 2007. 8. 24. A1 20063138 2, i<
2004. 10. 15. Au 20033472 4, ti9 2011. 4. 28. A1 201032179 &4, i€ 2014. 12. 11. A
201431181 T2, tiH¥ 2003. 2. 26. 4137 200151624 T4, tiH 2003. 2. 26. 4131 200151624 2, tiHY
2001. 6. 1. xu 98%1013 #2 5 Fx(Fd= Eol *‘él?“ o2 FYs A5 AANE S s A
THAN FARE7| &S| sk b A, 2 ol wtste] AR Za BAo) §la, B ko] Kpol7h
g o] Aol AFAHRl FEFS WX A g vIEEA Al B3t A5 weta vk ok T
71ed T4 zkel7t ad %U%] &ahz Z)EobllA B A2E 717l Algte] gAl =58 & Sl WY
et siojete 28 a9t %‘3 W T S SYsit & 4 glokal #AEGAch S Ak ARl
ArAR oI AsARAC A o] HIEEZR] 7 840 F7ht A3 Fo= WAk mAlgh Ajold Hsie
shte] APl MAE Aol 23 AR A Aske AlE A5 Thit dh). w5l FHAs)A
Aele] T e o= T “IAl AL YA 8333 vEF A B 9739 Apel”, ot
wsty, #60E, 2013, 28%.

ojIF HeA, A& Ak AgollA AR ge] HAS 9slr] 919k wek AAet 7)ol gk ARl
A AA AT, A AFAT A15E A25(2020. 6).

SEvet B9 sl BE S B B EAR] AR 71A4E vl :48E FAT AR o Fof
st SASH= et FAshe Halvt BT SARTh(FA YA (KA HJE‘M 2005. 10. 7. A1 2004
7Y310788 H4), 742 Fg(M-&EHAE Y 2008, 11. 21. 4131 2008711550 T (ABF, A5 29],
T84 FUF ESEAd AT Gl T 23 WAE A% S 35U A A7, E1F
(2018), i3 BA 61%).

H= B3 A 20| nlEH ﬁ*ﬂﬂ%ﬁ(afﬁdavit)E AYAE 54T JolA Tes] FAE A ARG A7
qu)E gof v FAEY 2] /M T8¢ A3l Z7(substantial evidence) 2 ?_]%51'3‘ Gt [In re
Jeff H. VerHoef, 888 F.3d 1362, 126 US.P.Q.2d 1561 (Fed. Cir. 2018)], $-2lue} el 3154 SAM=
v Bzt A AR HAME AZES AHRFE 2AZ FTEHEAE AAT v A (BEE., ¥
HIA, 649 FF). dzte] AARes s IR dHEAE F43 sk T3 $AR SEUEE B9 E
HS 4 QlE Age] A WA wHAle] AT A FHES A EUT Faot gk

].

["['E 0{[
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stojof atm, Aalxl FAol wE M (declaration)E A5 Q= vl o]d AAA =

e 7h RS

o wj Trgrh/gdol B3k HFHU ofolrjojef Fatel F7t A o= T8t =A] ol thel
i) 893 H2~E(Material effect test)oll 23FA Y ii) A AEH 2=E(but for test)ol] 23t

FEoz e ARdoME 1 Ao AfolE HolA ¥ 7B¢7F BoH,

>

orlr
ok
Ku)
R3]
>,

o,
I
|

el

ol & H ol
A “F QY H ~E(Material effect test)” & 717} ofoltjo]e] 2Hde] ehe o2&
b 283+ G v ALY D5AQ ALEre)| 7]od AQIAE Adsl= Zo|th53) o]} v

13
&to] “A| B 2 E(but for test)’5H e o)\ WHALe] A& 71917} ATk ThE WAL W
S AT F YIEAZ BEITH) ot “AAE 2E(but for test)’= AL o} BT
ol A Erg o) el Al Z1fstA] Faw WEAR 1AL Thsgo] AR ol A
T2 P HZ=E(Material effect test)’ = -8st] B 4= Ik T3 “A| A B 2E(but for
test)’ = =7RF 71 AU Al A AIMTE FAehA] il wrgold S el #,
A7 TRt B AR AHe Ve ® E4sE AU 24 Wil d ¢tk
ojwj wrgel ghgoll 71 ) dout Fde FAHLAR EEHA ¥ 1O 7€

51) wl= %'81% ANSZ (a), (b). AlACIAE ERARAA thA] oA X1 &4 Substitute Statement)' & A&
& =R s 4L AT ool thalAE olald, skl A, 1451467,

52) ﬁxﬂﬁl@‘ﬂ ESHEE AF3h=s @A, "LENS'oAM Al Fshs ARl w28 "Material effect test"S} "but
for test'= ‘Q‘ﬁ«l 2ol 71t A=A1E Aelshs M oE MEd WIEA] Ftont vj=olu S|4
ARSE AL Q= H22E Q] WAoltt & 1ol A] "Material effect test'v -2 FFEN2=TE, "but for test'= AAH 2
EZ WY 0}7 |2 gk LENS.org (02/12/2013), "Authorship vs Inventorship', https:/ /support.lens.org/help-
resources/ other-articles/ authorship-vs-inventorship/](3 & & 92020.08.24.).

53) Mueler Brass Co v. Reading Industries Inc, 176 USPQ 361, 372 (ED. Pa 1972), aff'd, 180 USPQ 547 (3rd

Cir. 1973); Falana v. Kent State University: 101 USPQ2d 1414 (Fed. Cir. 2012). The older decision Burroughs

Wellcome Co. and the recent decision of Falana show that the contribution of each person working on

a project must be considered in determining inventorship. It is important to review not only what each

person did but also what was already known or “routine” practice at the time. On the other hand, if

the person contributed something that was essential for developing the invention, e.g. a new synthesis
method that allows the compounds to be made, then that person may be an inventor.(LENS.org https:

/ /supportlers.org/help-resources/other-articles/authorship-vs-inventorship/), 2013.02.13.(Z 5 42020.08.24.).

But for teste= 57 AFgFe] 7Hdo] §lo] o] dojubA] eigkthd I Alhs AL Ptk el E ol 83t

Zlo|t} (if the invention would not have occurred but for the involvement of a particular person, then

that person is an inventor). [Harris v CSIRO (1993) 26 IPR 469, Harris v CSIRO. [1993] APO 43; 26 IPR

469. Date: 27 May 1993]. But for teste 2] 357145 AAsH] 3 AA7E 5 shtoltt (Steven

S. Kan, "COURT STANDARDS ON JOINT INVENTORSHIP & AUTHORSHIP", DEPA UL J. ART, TECH.

& IP LAW, Vol. 19, Spring 2009, Iss. 2, Art. 4,)).

55) 322 A E, In re Jeff H VerHoef, 888 F.3d 1362, 126 US.P.Q.2d 1561 (Fed. Cir. 2018);William R.
Thrgpp & Sans Co v De Laski & Thropp Circular Woven Tire Co, 226 F. 941 (3d Cir. 1915); Mansanto Co
v. Kanp 269 F. Supp. 818 (D.D.C. 1967).; Mueller Brass Co v: Reading Indus, Inc, 352 F. Supp. 1357 (E.D.
Pa. 1972).

54

~
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| W73 71e =Rt 71 =AY B o] ARk AolRt Z1A Fof o] &H A 1 7]
7o) B39 el AY 1 B4 Ve dEdA o R FAF 7o) ofd
A 71 E AT = vk WA G EEARTel FE R 4RI
AEAE Fehstal 1213k 7iYde] UTHA &F WAyt BF A 0= A UeAE B
of 71 7]o7F JIAEWE FELHOE Fdsh= otk Hx WA} /14ekA] X3
At A2 WAL 4 £ BAE ASGAAY, AAskA 23 A e
= 757} ololl sled Aotk AAHZ=E(but for test)= Pl HYNA B|AES] BAS
B34 Gote 1 WES B, AT ARSI QL lee & 4 QlTkse)
o|y gt Aetr|Fo]| WEW ofH Wy} W o] E Aol o] 2=t A A olAEA|

R A= |
wE B ARGl slofsdnid FEWIAR AR el gk

= rlr X
— e

r
> T omu o & o R

Sl AdH FAHLS %@71%& zhz 2 g
£ 7M1 QA 8] Wolety 71 BAS) Fa8 A5
At AL =% 34 4 A
Y3t B mlE} e o)A xﬂ_ta(%ﬂfazh)% =9
o JsiA B Best ok

56) "Despite the fact that the "but for" test is not embodied in patent law, it has become an essential tool
for patent courts in determining joint attribution of inventors (Steven S. Kan, "COURT STANDARDS
ON JOINT INVENTORSHIP & AUTHORSHIP', DEPA UL ]. ART, TECH. & IP LAW, Vol. 19, Spring
2009, Iss. 2, Art. 4,); 1915'd Thropp AF (De Laski & Thropp Circular Woven Tire Co. v. William. R.
Thropp & Sons Co., 218 F. 458, 464 (D.NJ. 1914); William R. Thropp & Sons Co. v. De Laski & Thropp
Circular Woven Tire Co., 226 F. 941 (3d Cir. 1915))*14] “the court affirmed that "De Laski’s ideas and
contributions were so essential and were so related to the conception of Thropp that, without them, Thropp
alone would not have produced the invention for which the patent was issued”; 19673 Kamp A}71 [Monsanto
Co. v. Kamp, 269 F. Supp. 818 (D.D.C. 1967)]°141= “The court opined, "[t]he fact that each of the inventors
plays a different role and that the contribution of one may not be as great as that of another, does not
detract from the fact that the invention is joint, if each makes some original contribution, though partial,
to the final solution of the problem.("A joint invention is the product of collaboration. .. working toward
the same end and producing an invention by their aggregatee efforts...One may do more of the experimental
work while the other makes suggestions from time to time." (emphases added)); 1972'd Mueller AFd(Mueller
Brass Co. v. Reading Indus., Inc., 352 F. Supp. 1357 (E.D. Pa.1972))%ll A= "The court opined, "one need
not be able to point to a specific component as one’s sole idea, but one must be able to say that without
his contribution to the final conception, it would have been less-less efficient, less simple, less economical,
less something of benefit” ; 3 2018'd VerHoef A4l CAFCE 7obA] $+1 “VerHoef ©] AQFH '8 A}
Bge] & o]83te] oAt Lamb 7} ZopA] B wAAE AT ARIoIA g VerHoef 9] oot
o7} SATHA "Lamby o] ZobA] & wAg7g=] o] 2ol B7Fsehe of-f-2 'Lamb 9} ‘VerHoef 9] S-5EHO=
Jhekst
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57) Hl=-2 FEAA Y A9} 12, HYL BARNAES A% HAA FERe] EA4|, 982 dEWA, SEluEe
HEHEIAE Q73th (BB AT 29, “TAHLA ) & 93t v 7
A B3] T AN A7, 5314 (2018), T BalA 3919).

58) WAt 7| A T B OE A, “FEATNEA okl T3 AT AL FHER] 2 H A4
A&EE FHOE", "HYPHEAY ABD),, =574 FHETS](2009), 405 ol a2, “AFLP BT
A QojA FsurEal A7, TARAFAFASE),, FEAEEY2013), 151 o5k F9A, e
ma B2 2 F a2, roEA RS (A90E),, HYEAT2012), 521 )8k o) FE, “AF-RA
e B FEEAe] AE 5, a5 HEE H, rESHE AT (IR, BE9AK2012), 953 ©I3);
2ts, “FELEA w9 B ), 5] B, TEHIE AT, B9AK2012), 333 o3k
AARS 7N o) &2, “F LA AW 2 LA FAE A, A A3E),,
FURES]2007), 663 o3} 27, “FFEH S 29f9} 8717, "LAW & Technology(Al10d Al5Z),, A2 ths}
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Tk Seletol ] FEURAT} 57] s wo] AN I F 2o
Rol FEURA 2H7to] 7] 4H AERAS Falel wrle] Yo fol AL &
siml, wWrele] e 9lsle] AAH O AT Weshs WAol glojof ke

FEURAY BR1ET B S FHWAS FELRA) H7) YA o] ¢
BEVAAL A F Hols o] FFAHA 2ol 71%He 4T BAS Falo] wel

Dol 73 P& shofof shm, L] PAe Hote] AAH R AT dYshs WA
of gt}

FEWA ERE B FolA Aol W] HARY o2t WP RE 7Y
o4 EAsIck Btk 53] S-eluiet Bl wwe] S We] whed 24 dof FAIS
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H FE7HA olE wgka REr Wy AL =8 AN FAR R U AE

FERYAZ AFSP] ek olsh BIstel WpEYLe vre] WA FAH AYS A
A AN EE BSAL AZE H3e FASSAL B2 L DA THN] AT A
Q1 et el AFSHAL TAH 2 AEE Falo] WAL s A, 4
& B3 AW

9918 A1 S 1 A8H0 2 Slolsl 45 Yelake AV} Slolok ek 4
AL Icken

59) SEjuel B3 FEUYAE olye} B3 e ¢ e dElY o wt HElrt 63 Aol=
E3 ol we} FFo 2 EYstofof gt [(ABXEIHE T2 5 Ye A) @29 o) o] F5o=E It
Agolle EE S & e dEE TR 11137&(%13 Be 4 JE dEY oA -o‘) OR=E=
Hlé T e dEle oJHE & ok ; AUFFEEY) Eoig S %L A&7t T Agole T4

TEJ ZEO T EFZS —5}qu1: FiTh] b AL 291 o)) o g AR AL E, & FTEANE

Q1 Zg-ollgk A2t Pafoll MY s AT e T Algte] HEEE (AR A8Z), 3E4
ZHgo] ofHA T 0 F Eol AT AR AfdE 7 A9 Tl ule) ohekst oAl
Abe] 2fo] Fejol whel it gtk

60) T8 2001. 11. 27. A3 99%468; ti*HY 2011. 7. 28. A1l 2009t175178 HZ.

61) < 2011. 7. 28. 4131 2009t175178 H2 [FFEHAT} H7] HelA s EHe] S-S 95t dFFHo=
A5 Qs FAYL ook st T3] ol thEk 71821 FhA|9} ofo]rjoig xﬂ*é}%ﬂb}, ATA
£ guta o2 feetg A, A7ARe] AAR dlolel A9 AATE SIAAY, Ag-AH] 55 AlF3he]
wrgo] oS T SEIN S Bl AT Foll AR ¥, B V)& JAE sEs] Hﬂ TFAA
2P4& A AN -F7F BgsAY, A8 58 B3t AHET 24& FASRBIAY, B B4 2 a5
23] A9 FAHR] s e AT B TAYR)] 2 AEE Bt WS s g A
T o] 71ed AV AP AAHSE J|Aqdr)of o2 ot FE LAl gk
g o] &t A g Astolgta ke slehdH o] - Sole BEl HH WEH 7EsEdd wE ato| vt
T AT 574 WA AdrbsAde] @45 FEaste] AddolElr) AAE @_tﬂaﬂﬂ o &
o g 1y ol A7 Bol e, I9 22 Apolls AA A3s Bl wHe TAskst 493
o AZdHo 2 7|5 A=A BN FELPARIAE AAs|of gt
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(2) BE2o7 AAA R A 7|35l E=A] o

S L2 BRIA Ao Brge] ZeARE AT At Ee 1 sAII0l) s
2t BRRle] o] & AFstr Iy AR Tl tiejy7iA] 53E te 5 U
itk HEl7t gsiEo] lthe) 5 dwe 11 o] 8shs IgollA ERAE
Ao opo|tjol= ARSI EEO o]9fo] FhasdlA] $al SRS A2 60 ol =
FAHA dom ol2fdt M= v=olM Erals 538 v s % <
YA =T AFshs FAAolA BRI AHl, ofolHo], =R-& o] 8T & Jlou g Hx ofo]
HolE 2Rt Abel A (inventorship) o] BIA|EA] Sd=the @2 I= o7} Sl

(

62) T 2001. 11. 27. 43L 995468; ThHH 2011. 7. 28. A1l 2009t175178 &2

63) ol that A= AEE, B9 29, "84 HUt SelEd o G Ve 2 HAE A
E5e] F5uH JAQ A7, 5314 (2018) 395H.

64) Haedicke/Timmann, Handbuch des Patentrechts, C.H.Beck, 2012, §3:33-34. BGH, 17.01.1995- X ZR 130/93.

65) THH 2005. 2. 18. 4131 200392218 #2 T FZ (oYL BASU thet thEollA o] i #E S
F2 gatar ek 55 2017, 11. 17. A3 201782606 B4, 551 2017. 6. 29. A3 2016519219
w4, E5H9 2017. 1. 12. A3 2015518042 2, S50 2016. 12. 8. 4131 2016513730 #HZ). o] tiH ¥
BANA “H] a7t AL AU G o= Aavh 2T ¢ APEARE DAL AR AR AR, offol
A He kel 2ol o] A Seine] ST AlY, AdF, Aled, A7 H LA AAE
wr(olsh o] wryoleta Frha FASHA| ofystrg, 9 A4S vart dae] wrs Al
W3 2107 sto] 2U7 Aol adakA ofdiths AT Adskal A7)l AdarelfrellA A A shk=
Hiop 22 S3ie] mRlEde] 3t Weles) 5o fMe] dntal & o fivka FAEIT

66) 2018 '3 =¥ AA S 44411 v A 8k4} Paul Romers 84S th2 Alge] A&l ojs) 1 7ku
o]¢lo] 7443 ¢k VM ThE ATAHE HEF (“Unlike many other standard economic goods, Romer
distinguishes ideas as “nonrival” goods—that is, an idea does not experience diminishing returns the more
other people use it.”) [Holly Fechner, "2018 Nobel Prize Recognizes Economic Importance of Strong Patent
Rights', COVINGTON & BURLING LLP¢] £ 71 COVINGION, 2018 'd 10 € 19 ¥] https://www.globalpol
icywatch.com/2018/10/2018-nobel-prize-recognizes-economic-importance-of-strong-patent-rights/ .
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67) Shatterproof Glass Cap v: Libbey-Owens Fard Co, 758 F.2d 613, 624 (Fed. Cir. 1985) (quoting Hobbs v. United
States Atomic Energy Commn, 451 F.2d 849, 864 (5th Cir. 1971)).[It is recognized that “an inventor ‘may
use the services, ideas and aid of others in the process of perfecting his invention without losing his right
to a patent.”].

68) MY 2005. 2. 18. A3 200352218 H2 T F=E

69) SeluRhe ob) lsie) Harneie e FR4T] Eale] Ae BRARIA g S| BHo
oE817] YE e stk weh AYR WA} Fashe
o] ZJHck. ols} Usle] S5 ol AN, 0L 0L 74) 53] AL AAP|Z 3% 5107
62 BUA Tere] AAH W] Ble] UM BAE wlel A (1) BAR W opz 34
95425 30), i S 20) @), AR Aol LE(EH 3,39, AU(SH %), 552
e ol AP S7A(5H8(2),0)4), AT 52), WAEU(EH 53) 2 TSN
54, 55) 52| APHE WS wol = BB EAlo|h

=

70) S 2011. 9. 29. AL 200952463 A (“Htokr} o] AR A4dk S o] AR A3 A F7]443] ¢
dge} Mg T YRk GE|d Bola, o] AR A28, A3, A53 WA A7 e o] AR A|l1g

EE A4S IS e TETERA Tt SR T A Ve REOE Alde AR
WA Bsta, O sl W] Zgavfe] 5l 2jolE Yoty & 4 ik 28T fus
o] Al B3 e 7]eA AMde] Aztel AAZ 0 Z 7]og vy} glrkal & Ao|BE o] AR S8
T st 515 e A9l sigdste] S8R A3z A1 A2s, A3z A1 Bl oste
1 52o] Ragly & Aolth] E3RY 2016. 8. 11. A1 2015517032 T [$)9h 2L o] AL EFdme
A & 33 3ARe) slolHE|=AE Alele] 73 3aH 2y E 3R ONC ] 7 Al mhe} slo|He=
Aol /Mgt 77 33k 2] AE AAE FYT Holth.o] A g wE 2oy WY
F AFH 25H 22 F% ARE 33 G HEsks OAlE AR AMEE ARE AR T 5 Qlth
9 /A | o] AR B o] Aol 7le g, A1) AERol 5 F38h, 91 o] AR 5
of AFgYLle] AAHoZ 7ot Ao E 4 9, I 7R o 1, 29} ZTh).

71) o€ 2005. 2. 18. A2 200352218 WA T H=E (BHUS BAEHd tid thEolA] o] i A&
F2 A8sla ok E3WY 2017, 11. 17. A3 2017312666 2, E3H 2017. 6. 29. A3 2016519219
w4, B39 2017. 1. 12. 431 2015518042 4, E5H4 2016. 12. 8. A1 2016513730 H4). o] iy
TN “T 17} ALAA Yo P o 2 HE] A7} 243 9 AR FARRS AMEL JIAFEARE ool A
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W5 B3 AllleEE FEUUAZA QWL 5 ol A Fole] gfol} ol v}
o AEIIL Atk o) ATWAF Brel AFHOR AW A= & hbe] TP
AR BE TRl A-lel ek Pl N e FHAYARA S5 A
g Ael QPTETE 2S GADT

B nlel o) o] A Salige] ST AR, AU, Ao, A7 4 7H‘£7<}»°ﬂ AR g (elst
o] Wngojetal h USR] op sz, 9| ATekEe vt %191 & Ado] d Aow
st 203 7&%011 Bk 3le o3t B AFsta 77l °l¢r°ﬂ/\1 A 2ok e} &
SolErel mRlEdel A7k Heles) 5o fdel v & m\?‘m_ A8k

72) 35 US. Code § 116 (a ( ) Joint Inventions. —When an invention is made by two or more persons jointly,
they shall apply for patent jointly and each make the required oath, except as otherwise provided in
this title.

73) 35 US. Code § 116 (a) Joint Inventions. - When an invention is made by two or more persons jointly,
they shall apply for patent jointly and each make the required oath, except as otherwise provided in this
title. Inventors may apply for a patent jointly even though (1) they did not physically work together
or at the same time, (2) each did not make the same type or amount of contribution, or (3) each did
not make a contribution to the subject matter of every claim of the patent.

74) Bt S5drgo] 75l o 7| 7@‘—‘% H§ﬂ~ 71€d APE2 W rIZ O 7% s sk
Fe BT 8L o] TEske TARRI 2 dAolth whebA WHe] ddo] W] A4S Flshe
AR ptolzha g o] A7l Fojd A= WA} HA| XA Ethicon, Inc. v. US. Surgical Corp,
135 F.3d 1456, 1460 (Fed. Cir. 1998). (“In fact, contributing to the invention of one disclosed means of
a mean-plus-function claim qualifies one as a joint inventor, unless the means was simply a perfunctory
reduction to practice of the sole inventor’s broader concept.”) 3=, Winkand Elec Cap v: Int] Trace Conmin,
262 F.3d 1363, 1372 (Fed. Cir. 2001) 33 Ethican, 135 F.3d at 1463 #=; Sewall v. Walters 21 F.3d 411,
416 (Fed. Cir. 1994) (holding designer of one disclosed means was not joint inventor because inventive
aspect of claim did not encompass particular means for reducing it to practice. A means-plus-function
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(1) o) 255 2R be Aeydale de

ola B3y AlllexE vE F5EEA) Hoz g = Y
g FEol AR V| Baw (I BE AT FA 74T Baw jlov “FF
S Z(Jointly)” TS TEE e &
A sEEHoR AAsEr =
sl A Latar 15 FAF o WS e e dH AEolofok k)
o= #eElE 3502 (Jointly) 20 ﬂé;‘——ék‘ii{—xl% %%’8}04 g o] 2] el A 2
< FAE s tE Fxofd & 2t MR =
Th70) 13y g Fxefd ol FEe Q149 04%17} 7%4 m°l =3 Al &A A
= T, Ee AveEs v=EsN Allexd] &5 2E(ointly) S Tt
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i) T4 1998 Pannu ARl A78) Aretaiiede ofojr]oi o] Z““’] M2 TOE Al71e
FolRl Beol® M2 T8 F EHARL EA sjde S8t 7EAHRE FaleE 5
(contact)] o] F{HH HHo|] AT o= AT, o *}7401]/‘1 & RoAR|A| ¢
2739] k7Y FZ(snag-resistant intraocular lens)E L LHA}F E5Eds
Az AR AN AZALS HHAT A= AR AR AZE DA
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claim describes an invention in terms of the function performed rather than structure. Alternate means
for performing that function are disclosed in the specification of the patent; the patent protects these alternate
methods and their equivalents. An example might be “means for attaching two surfaces.” This claim would
protect the invention regardless of the “means” used for attachment —the surfaces could be glued, taped,
nailed, screwed together, and so on.) % Ethicon, 135 F.3d at 1462 - 64 (providing examples of
means-plus-function claims and explaining the significance of a means-plus-function claim in the context
of joint inventorship). (hisum supra note 1, 18.03[5].) #=.

75) Mansanto Co v. Kanp 269 F. Supp. 818, 824 (D.D.C. 1967); see also Burroughs Wellcome, 40 F.3d at 1227
("A joint invention is the product of a collaboration between two or more persons working together to
solve the problem addressed."); Kimberly-(ark Cap v: Proctar & Gamide Distrib Co, 973 F.2d 911, 915-16
(Fed. Gir. 1992). ¥ Gede v: Band 25 F.3d 1566, 1574 (Fed. Cir. 1994) (holding that there can be no collaboration
and no joint invention if one inventor conceives and reduces to practice, in non-overlapping time period,
before other inventor).

76) Monsanto Co v. Kanp 269 F. Supp. at 824 (D.D.C. 1967); Kimberly-Cark Carp v. Proctor & Gambde Distrib
Ca, 973 F.2d 916 (Fed. Cir. 1992).

77) A2t A7 3 Aol Rl wpAbe] =g FEAARKE FAA HEI ARE o]gste] Tl ML
o] WEE7] Aol WA ThEdd ARdoll A FRlEbARe] s At /18 o] Ad®E A [ Rubin v.
General Hospital Corp (Mass. General) (Fed. Cir. 2013)] 1] Kimberly-Clark Corp. v. Proctor & Gamble
Distributing Co., 973 F.2d 911 (Fed. Cir. 1992).

78) Pannu v. Idab Corp, 155 F.3d 1344, 1351 (Fed. Cir. 1998).
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(single-piece technology) 2.2 AZr& Z1& AQFStaL Al EF(prototype lenses)< U8 Aol| A
Al Z3HATE HE A= YA F (single-piece technology) e 4802 F7lste] FALEEYU (@
continuation-in-part) 3+ ok ?ﬂ‘ﬂ}?%}'d\_‘ﬂd%f—" A FAEZ(a continuation-in-part) ‘&rgo] &
gAre} RZAZAL AP S EFEHBA AN U2 Aoz ATt

i) TH 22 1992 Kimberly-Clark AF1o)|4180) kAl 7 BARTE A 29 A&
3 47 X 63%‘0] A& L T e o oL AAERL v E 22 3

Ak dlel Helsteivka shejets, Zzte] A Bel WAL A

= el 98 A Solel e WAl Bl WIAE SolAt selel] e B
7bel Aok EE A% 2 FEF YE FAS WA T3 o) FEOZ IS YU

Ze] ohekm B3k o AN SHUFE] 0]e)2 FRakei 31 Kimberly-Clark
L o9 B57t A7 M@)ol A T el el BE TEUwe) Agolela 743
oh AYFLHAL S5V SHE A 5, 4do] AUES ATUE F o FTE AR
F(HA0] ZUe] THE AN 2F)E DA THOH I WPA B RINE Y1 0|8
B2 A4, Solold BE Buae Ake B 5 3 W50 AE BsA) 2
gome FHURA A/t AYHA Ferkn BASHIT

2

iii) TS & 1980%d Clairol AFAARD) WAL A& AHAQ] HELS ilon Ma) Uy
Zko] NEAFE ojojdtol T E WAl FAPATL 3£ TS stof e WA, N
= 71 B 1 ANFEE e A8 dAtet £ WAl 35os ARt 7143 Aolgkal
At o] ARdollA Paul D. Burian(©]3} ‘Paul’) 2 Arthur T. Sempliner(©]3} “Arthur’)
& AR 71AE Frolg viyso] 7]l A3 w= 535S B7 Ua(Clairol Inc)
© FU-& miyFo] 7175 Az Bkl e 3 3(Save-Way Indus.) S = E35)d 3]
2Es A7sIdE, dae AASsEYe] FEEHAT ofdee S stk dale
ArthurE 31838t wiysfe] 7|28 petia = EER(prototype)s HASIAET)
Arthur7} B 2812} 54 7S 918 Pauls 183kl 7EE & EEF (prototype) 3 7]&
BRE Al 7|eo] MAEse ALt 1 A3 JiEdge] AEAL o] 5517t
HEE A 4AES 0|k MY Ali B vl Hi A3 ofeldolE Fats 7137}
ot s A Arthurst 38 W87t Paul®] 35 29| Adfela Adsigint Mo

_l

79) Pannu v. Tolab Carp, 155 F.3d 1344, 1351 (Fed. Cir. 1998).

80) Kimberly-(ark Cap v. Proctar & Gamble Distrib Co, 973 F.2d 916 (Fed. Cir. 1992).

81) Uaird Inc v. SaveWay Indiss, Inc, No. 79-175-CIV-CA, 1980 WL 30222 (SD. Fla. June 10, 1980), and amended,
No. 79-175-CIV-CA, 1980 WL 30310 (S.D. Fla. Aug. 25, 1980).
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ATk A A Monsanto v. Kamp ¥H282)-& Q1831 A, A13)
& g zte] o] ARERIAL, 11 F Atoldl o oAt gk
, O ool A8 date] g 33 Wgate] k¥ o s AUA Ads
= & d AL BHsltss) o|# A SEEHATE ME &

iii) PFAEF2. 2 1967'd Monsanto ARl A184) S Kampe AFGS &f3hal &=
73gstaA Jahne BHetAt= A8 F A 4 ARle] AddE 7
TH3AA Jahne A9 2P| thRE2S FHskaL Kampe EF AP T3 e
2 79 A YFE-E KampollAl 21303, Kamp JahnollAl A= o8] A|Qbe & =
AZ AL, A ST BE GAA o] AT B9 Al Ao dRRt FhS

FHl flthe AHE JIAEH AT A 24 2 (entire inventive concept)©] ZH2t

"

—1*04 O o
Lo FEoA WSOk S, T Aol BHHoR Wejslol ¥ BRE gtk @ AR &
Wl B2 B 5 9T, THE AR T do] 2 ok ofEl AR 2PH 4
o Bol & £ g WE e ARe BN A ¥ S5 ok 22 Barbl ge
GYS Sl T Wkl slelwst ThE WHke] Sl ENE 24 e £ Yok AL,
WS 247} RRAolAw AFH BANA el ol A% SAH S0l Brbe, 1B

o] FEoRE o] FoHT= ARdolA BlojuA] edethal Askainsd)

82) Mansanto Co v. Kanp 269 F.Supp. 818, 824 (D.D.C. 1967) (“One may take a step at one time, the other
an approach at different times. One may do more of the experimental work while the other makes suggestions
from time to time. The fact that each of the inventors plays a different role and that the contribution of
one may not be as great as that of another, does not detract from the fact that the invention is joint, if
each makes some original contribution, though partial, to the final solution of the problem.”); Id. at 7 (“and
the factual finding that the teachings and claims of the B-5 patent are the synergistic result of the inextricable
efforts of Burian and Sempliner, the Court holds that Burian and Sempliner are joint inventors.”).

83) L 9] A3 drdatel 33 WA AAAR) oAtago] e Aol = Al wAte] 7]oj7t 33 iAol A
A4 =(connected) 7% 1 F EHAE FEEEAE A AHIEE 201092 Arbitron v. Kiefl 32
(Arbitron, Inc. v. Kiefl, No. 09-CV-04013, 2010 U.S. Dist. LEXIS 83597, at *16-17 (SD.N.Y., Aug. 13, 2010)
(holding that one scientist who reviewed and built on a report about another’s discovery collaborated
sufficiently to qualify as joint inventors)), Memry v. Kentucky Oil #74() Memry Corp. v. Kentucky Oil
Tech, N.V., 2007 WL 2746737, at *10-11 (N.D. Cal. Sept. 20, 2007) 50| F7}2 A=}, 3 3|Alol| A 7}o]
A7 AAE (e HAL FAMolE T ol E) £0| olofdol AFeke A% I 1 a5 TEURNAR
A8 4 A& Zolth IP Innovation v. Red Hat 2 ol4] ML (3 AFAho] AP d72h
EAE AL, o] ATAIE olofitol ARt AR URtOER T 2o TEgATiaL Byttt
(IP Innovation v. Red Hat, Inc. (9705 F.Supp.2d 692) (E.D. Tex. 2010). [A5F, G=t59] 28], “FH 84
H7h 5512l o3t I 7€ 23 HAE A% 5] 3 A A, 551 (2018), i
HiA 1808 =],

84) Mansanto Co v. Kamp 269 F.Supp. 818, 824 (D.D.C. 1967).
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85) Mansanto Co v. Kanp 269 F.Supp. 818, 824 (D.D.C. 1967) (“Each needs to perform but a part of the task
if an invention emerges from all of the steps taken together. It is not necessary that the entire inventive
concept should occur to each of the joint inventors, or that the two should physically work together. One
may take a step at one time, the other an approach at different times. One may do more of the experimental
work while the other makes suggestions from time to time. The fact that each of the inventors plays a
different role and that the contribution of one may not be as great as that of another, does not detract
from the fact that the invention is joint, if each makes some original contribution, though partial, to the
final solution of the problem.”).

86) Ethican, 135 F.3d at 1460 3 Fina 123 F3d at 1473 %3 Burroughs 40 F.3d at 1227 -28 #=.

87) Acrared Cap v. Soamor Danek Group Inc, 253 F.3d 1371, 1379 (Fed. Cir. 2001); Ethican, 135 F.3d at 1460;
Fina, 123 F.3d at 1473; Burroughs 40 F.3d at 1227 - 28,

88) Ethican, 135 F.3d at 1460; Burrougls, 40 F.3d at 1228; Senall 21 F.3d at 415; Ethican 135 F.3d at 1460 (quoting
Robinson, supra note 43, 532). The inventive process is said to comprise both conception and reduction
to practice. Conception is the mental act of formulating an idea, particular and definite. Reduction to practice
is the process of transforming an intangible idea into a working physical reality. Et/rcan, 135 F.3d at 1460.
Filing a proper patent application with the US. Patent and Trademark Office (USPTO) is considered
constructive reduction to practice—that is, a patent application that properly discloses an invention is
considered to have been conceived and reduced to practice, regardless of whether the inventor made,
or ever makes, the invention. Cograr v: Gildlarly 154 F.3d 1321, 1327 (Fed. Cir. 1998); Hytritech Inc v. Manadanal
Antibodies, Inc, 802 F.2d 1367, 1376 (Fed. Cir. 1986). Courts have also referred to the doctrine of “simultaneous
conception and reduction to practice,” albeit sparingly, for cases involving experimental sciences. In a field
such as pharmaceutical research, researchers often cannot discern the feasibility of an idea until after
conducting rounds of testing and reducing the invention to practice. Conception is not considered complete,
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under this theory, until experimentation proves out the concept. But this does not mean a purported inventor
must always wait until experimentation—a sufficiently definite and permanent idea—before testing is
sometimes enough to connote inventorship. Burroughs, 40 F.3d at 1228 - 29. 33 Arguably, this standard
of “simultaneous” conception and reduction to practice should be applied to the biomedical and other
experimental fields, whereas the usual standard requiring a “definite and permanent idea” ought to be
restricted to predictive or engineering sciences.

Jackie Hutter, “A Definite and Permanent Idea? Invention in the Pharmaceutical and Chemical Science
and the Determination of Conception in Patent Law”, 28 J. Marshall L. Rev. 687 (1995) (exploring the
advantages of the simultaneous reduction to practice doctrine in the pharmaceutical industry). For a discussion
on the level of “conceptual specificity” needed to connote inventorship, see generally David W. Carstens,
Joint Inventorship Under 35 US.C. 116, 73 J. Pat. & Trademark Off. Soc’y 616 (1991) (proposing conceptual
specificity as a requirement for joint inventorship).

89) Burroughs, 40 F.3d at 1228.

90) Acramed 253 F.3d at 1379; Pannu v: lolab Corp, 155 F.3d 1344, 1351 (Fed. Cir. 1998); Fing 123 F.3d at 1473;
Ethican, 135 F.3d at 1460.

91) Fanny, 155 F.3d at 1351; Ethican, 135 F.3d at 1460; Fina 123 F.3d at 1473.

92) Hess, 106 F.3d at 981; see Ethican, 135 F.3d at 1460; Shatterproof Glass Carp v. Libbey-Onens Ford Co, 758
F.2d 613, 616 (Fed.Cir. 1985) (holding that an inventor may use the services, ideas, and aid of others in
the process of perfecting the inventor’s inventions without losing the right to a patent).

93) Hess, 106 F.3d at 981; see Ethican, 135 F.3d at 1460; Shatterproof Glass Cap v Libbey-Onens Ford Co, 758
F.2d 613, 616 (Fed.Cir. 1985) (holding that an inventor may use the services, ideas, and aid of others in
the process of perfecting the inventor’s inventions without losing the right to a patent).

94) Pannu v. ldab Corp, 155 F.3d 1344, 1351 (Fed. Cir. 1998).
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Abstract

A Proposal to Protect the Right to be Patented by

Implementing a Standard to Decide the Inventor

Choi, Sung-Jai
Lee, Chin-Su

The question who are the true inventors is the first and foremost important concept in
the patent law. However regarding this issue, Korean patent law does not take an express
stance as per the standard to decide the real inventor and the court precedents are not very
decisively fixed. In this situation conception and the reduction to the practice test which has
been developed in the US. case law can be a good guiding principle in our cases. By
drawing a line to decide the real inventor in the case, we can achieve the goal to redress
the issue of fake filing of the inventor to the KIPO by address the CEO or team leader of
the research project as a courtesy or tax purposes in the context of the employee invention
even though they did not make any contribution from the patent laws’ perspective.

Under the Korean Patent Act, only a person who makes an invention or its successor
shall be entitled to a patent from the beginning of an invention, and If the patentee has no
right to obtain the patent, the patent should be invalid on the ground of the lack of the
entitlement to the patent under the main sentence of Article 33(1) as provided for in Article
133 (1) 2. But when we consider a concept of a right to obtain the patent comprising
inventorship and ownership, we should distinguish an inventorship from an ownership as
different legal concepts and should not confused them. a right to obtain the patent related
to an invention comprises both moral rights and economic rights from the point of view of
an inventorship under the patent law and Constitution, while the owhership of the
invention is just an issue of an assignment agreement between two paries under the Civil
law as is the same case in the United States.

First of all, as like the US. patent procedure rule, In Korean Patent prosecution too, it is

desirable to introduce that he patent prosecutor and the inventors must file an affidavit
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affirming and the affidavits are presumed to be inventor with respect to the subject matter
disclosed in the affidavit as an evidence of an inventorship.

In the case of the co-inventor, the standard of finding the contribution of the alleged
participants could be the “Material effect test” or “But for test” as is actually utilized in the
United States. In Korea for the past 5 to 10 years misappropriation of the technology or
technical data issue has been a hot potato in the media. A number of laws have been
enacted for the prevention of this issue. I believe that to grant the patent to the right
inventor will be the way to get rid of this social moral hazard that is to enlist the
non-inventor the inventor column of the patent application.

In the case of co-inventor, the contribution is the key element of the right to be patented.
This is the issue of inventorship. For that reason this is the ground to be invalidate the

patent even after the patent is to be granted which is not be cured after the application.

Key Words : Inventorship, The right to be patented, Employee invention, Inventor,
Unqualified application



